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DETAILED ACTION 



Claim Rejections - 35 USC §112 



1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. Regarding claim 3, it is not clear how the containers are in two parts and consist 
of "at least one" receptacle and a lid. If the container is limited to two parts it is unclear 
how there could be more than one receptacle and a lid which would equate to 3 or more 
parts. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

7. Claims 1-6 and 11, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swaney (WO 8607576) in view of Fischer et al. (US 6,248,829). 

Regarding claims 1-6 and 11, Swaney discloses packaging and storage of shoes 
in a box made of transparent plastics material (P1/L5-6, P1/L21-23, P3/L11-13) having 
a housing and a lid (P3/L19-22), wherein the lid engages the housing (P4/L27-30), 
wherein the housings may be stacked one inside the other (P4/L12-15), the box is 
produced by injection molding (P4/L34-35). Swaney does not disclose that the 
transparent plastics material is polypropylene, that the container has wall thicknesses of 
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at least 0.8 mm, that the transparent polypropylene is a propylene homopolymer or 
propylene copolymer which has a haze value of < 40% based on a thickness of 
polypropylene of 1 mm and measured on injected molded test specimens, and has a 
tensile modulus of > 700MPa and a Charpy notched impact strength at 0°C of > 3kJ/m 2 . 

Fischer discloses a clear plastic packaging material comprising a polypropylene 
copolymer (C2/L30-35) that is 2 mm thick (Table 1), and has a haze value of less than 
20% (C12/L32-36) and 14%, 16% and 17% based on a thickness of polypropylene of 
2mm (Table 1, examples 4-8) measured on injection molded specimens (C1/L47-48), a 
tensile modulus of 1326 MPa, 1277 MPa, 1212 MPa, 1173 MPa and 1179 MPa (Table 
1 , examples 4-8), and a Charpy notched impact strength at 0°C of 80, 85, 96, 115, 144, 
74, and 1 01 kJ/m 2 (Table 1 ). Examiner notes that the haze values of the examples were 
measured at 2mm. It is clear that at a thickness of 1 mm the have values would be the 
same or less. Fischer further discloses that the packaging material has improved 
transparency, stiffness and impact toughness (C1/L50-55). 

Swaney and Fischer are analogous art because they both teach about 
transparent packaging materials. Therefore, it would have been obvious to one of skill 
in the art at the time the invention was made to perform the method of Swaney using a 
box constructed using the polypropylene material of Fischer to provide a method 
wherein the box has the advantages of improved transparency, stiffness and impact 
toughness. 
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8. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swaney (WO 8607576) in view of Fischer et al. (US 6,248,829), as applied to claim 
1 above, in further view of Thibodeaux (US 6,185,860). 

Regarding claim 7, Swaney discloses packaging and storage of shoes in a box 
made of transparent plastics material (P1/L5-6, P1/L21-23, P3/L11-13) having a 
housing and a lid (P3/L19-22), wherein the lid engages the housing (P4/L27-30), 
wherein the housings may be stacked one inside the other (P4/L12-15), the box is 
produced by injection molding (P4/L34-35). Swaney does not disclose that the 
transparent plastics material is polypropylene, that the container has wall thicknesses of 
at least 0.8 mm, that the transparent polypropylene is a propylene homopolymer or 
propylene copolymer which has a haze value of ^ 40% based on a thickness of 
polypropylene of 1 mm and measured on injected molded test specimens, and has a 
tensile modulus of > 700MPa and a Charpy notched impact strength at 0°C of > 3kJ/m 2 . 

Fischer discloses a clear plastic packaging material comprising a polypropylene 
copolymer (C2/L30-35) that is 2 mm thick (Table 1), and has a haze value of less than 
20% (C12/L32-36) and 14%, 16% and 17% based on a thickness of polypropylene of 
2mm (Table 1, examples 4-8) measured on injection molded specimens (C1/L47-48), a 
tensile modulus (C3/L52-55) of 1326 MPa, 1277 MPa, 1212 MPa, 1 173 MPa and 1 179 
MPa (Table 1 , examples 4-8), and a Charpy notched impact strength at 0°C of 80, 85, 
96, 1 1 5, 1 44, 74, and 1 01 kJ/m 2 (Table 1 ). Examiner notes that the haze values of the 
examples were measured at 2mm. It is clear that at a thickness of 1 mm the have 
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values would be the same or less. Fischer further discloses that the packaging material 
has improved transparency, stiffness and impact toughness (C1/L50-55). 

Swaney and Fischer are analogous art because they both teach about 
transparent packaging materials. Therefore, it would have been obvious to one of skill 
in the art at the time the invention was made to perform the method of Swaney using a 
box constructed using the polypropylene material of Fischer to provide a method 
wherein the box has the advantages of improved transparency, stiffness and impact 
toughness. 

Neither Swaney nor Fischer discloses that the box is provided at the bottom with 
a material which has a coefficient of sliding friction which is greater than that of the 
transparent polypropylene. Thibodeaux discloses a box shaped container (C2/L10-15) 
with a rubber or similar slip resistant material on the bottom surface (C2/L15-20). It is 
clear that the rubber or slip resistant material would intrinsically have a coefficient of 
sliding friction which is greater than that of the transparent polypropylene. 

Swaney, Fischer and Thibodeaux are analogous art because they all teach about 
containers. Therefore, it would have been obvious to one of skill in the art to combine 
Swaney, Fischer and Thibodeaux to provide a container that has the advantage of less 
slippage. 

Regarding claim 8, modified Swaney discloses all of the claim limitations as 
disclosed above. Modified Swaney does not disclose that the box is provided at the 
bottom with a material which has a coefficient of sliding friction which is greater than 
that of the transparent polypropylene. Thibodeaux discloses a box shaped container 
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(C2/L10-15) with a rubber or similar slip resistant material on the bottom surface 
(C2/L1 5-20). It is clear that the rubber or slip resistant material would intrinsically have 
a coefficient of sliding friction which is greater than that of the transparent 
polypropylene. 

Swaney, Fischer and Thibodeaux are analogous art because they all teach about 
containers. Therefore, it would have been obvious to one of skill in the art to combine 
Swaney, Fischer and Thibodeaux to provide a method that uses a container that has 
the advantage of less slippage. 

9. Claim 9 rejected under 35 U.S.C. 103(a) as being unpatentable over Swaney 
(WO 8607576) in view of Fischer et al. (US 6,248,829) and Karr (US 2,782,978). 

Swaney discloses packaging and storage of shoes in a box made of transparent 
plastics material (P1/L5-6, P1/L21-23, and P3/L11-13). Swaney does not disclose that 
the container has wall thicknesses of at least 0.8 mm. 

Fischer discloses a clear plastic packaging material comprising a polypropylene 
copolymer (C2/L30-35) that is 2 mm thick (Table 1 ). Fischer further discloses that the 
packaging material has improved transparency, stiffness and impact toughness 
(C1/L50-55). 

Swaney and Fischer are analogous art because they both teach about 
transparent packaging materials. Therefore, it would have been obvious to one of skill 
in the art at the time the invention was made to perform the method of Swaney using a 
box constructed using the polypropylene material of Fischer to provide a method 
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wherein the box has the advantages of improved transparency, stiffness and impact 
toughness. 

Neither Swaney nor Fischer discloses that the shoes are separated from one 
another by a transparent flexible film. Karr discloses a shoe box with a sheet of 
transparent plastic (C1/L65-70) that is extended between the shoes (C2/L30-35) and 
protects the shoe from scuffing and other damage (C1/L18-25). 

Swaney, Fischer and Karr are analogous art because they all teach about 
transparent packaging materials. Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the a sheet of 
transparent plastic that is extended between the shoes of Karr into the packaging 
system of modified Swaney to provide a system for packaging that protects the shoe 
from scuffing and other damage. 

10. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Swaney 
(WO 8607576) in view of Fischer et al. (US 6,248,829) and Havens et al. (US 
5,184,745). 

Swaney discloses packaging and storage of shoes in a box made of transparent 
plastics material (P1/L5-6, P1/L21-23, and P3/L11-13). Swaney does not disclose that 
the container has wall thicknesses of at least 0.8 mm. 

Fischer discloses a clear plastic packaging material comprising a polypropylene 
copolymer (C2/L30-35) that is 2 mm thick (Table 1 ). Fischer further discloses that the 
packaging material has improved transparency, stiffness and impact toughness 
(C1/L50-55). 
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Swaney and Fischer are analogous art because they both teach about 
transparent packaging materials. Therefore, it would have been obvious to one of skill 
in the art at the time the invention was made to perform the method of Swaney using a 
box constructed using the polypropylene material of Fischer to provide a method 
wherein the box has the advantages of improved transparency, stiffness and impact 
toughness. 

Neither Swaney nor Fischer discloses that the system comprises at least one 
smaller container which fits accurately into the containers or can be hung into the 
containers. 

Havens discloses a storage container set wherein the containers and lids are 
nestable one within the other during storage (C1/L45-50). Havens further discloses that 
the nestable configuration provides a convenient arrangement for storage of the 
containers (C1/L54-58). 

Swaney, Fischer and Havens are analogous art because they all teach about 
packaging materials. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to apply the nestable configuration of Havens 
to the storage system of modified Swaney to provide a system with the advantage of a 
convenient arrangement for storage of the containers. 
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Response to Arguments 



1 1 . Applicant's arguments filed 25 September 2008 have been fully considered but 
they are not persuasive. Applicant argues: 

Applicants respectively traverse the Examiner's above rejections for 
the reason that follows. 

As the Examiner correctly points out, Swaney discloses packaging and 
storage of shoes in a box made of transparent plastics but does not disclose 
any packaging or storage of shoes made from polypropylene. 

The Examiner uses Fischer et al. as a secondary reference for 
remedying the deficiency of Swaney. As the Examiner points out, Fischer et 
al. discloses a clear plastic packaging material comprising polypropylene. In 
the method of Applicants' claim 1, the polypropylene must have Charpy 
notched impact strength at 0°C greater than or equal to 3 kJ/m 2 Unlike 
Applicants' claimed invention, the polypropylene disclosed by Fischer et al. 
has Charpy notched impact strength at 0°C of 1 .2 kJ/m 2 (Ex. 4), 1 .4 kJ/m 2 
(Ex. 5), 1.5 kJ/m 2 (Ex. 6), 1.5 kJ/m 2 (Ex. 7), and 2 kJ/m 2 (Ex. 8). See Table 1 
of Fischer et al. Please note that the Examiner's statement that the 
polypropylene disclosed by Fischer et al. has a Charpy notched impact 
strength at 0°C of 80, 85, 96, 115, 144 and 101 kJ/m 2 is incorrect. 

Applicant's arguments are unpersuasive because applicant defines the Charpy 
notched impact strength as being measured using the standard ISO 1 79-2/1 eLI (Instant 
specification pg. 3, In. 14-15). In light of this definition, it is clear that the Charpy impact 
toughness at 0°C of 80, 85, 96, 115, 144, 74 and 101 kJm 2 disclosed by Fischer using 
the same standard (see Table 1 ) would correspond to the presently claimed Charpy 
notched impact strength. 

12. Applicant's arguments filed 25 September 2008 have been fully considered but 
they are not persuasive. Applicant argues: 

Claims 7 and 8 depend from claim 1 and incorporates all of the 
limitations of claim 1. Note that like Fischer et al., the third reference cited by 
the Examiner, Thibodeaux, does not disclose any polypropylene having 
Charpy notched impact strength at 0°C greater than or equal to 3 kJ/m 2 
Thus, the combination of Swayne, Fischer et al. and Thibodeaux cannot 
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make claim 1 obvious, and thus the combination of these three references 
cannot make claims 7 and 8 obvious. 

While Thibodeaux does not disclose aN the features of the present claimed 
invention, Thibodeaux is used as teaching reference, and therefore, it is not necessary 
for this secondary reference to contain all the features of the presently claimed 
invention, In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973), In re Keller 
624 F.2d 413, 208 USPQ 871, 881 (CCPA 1981). Rather this reference teaches a 
certain concept, namely "a slip resistant material on the bottom surface of the box", and 
in combination with the primary reference, discloses the presently claimed invention. 



Conclusion 



1 3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES YAGER whose telephone number is (571)270- 
3880. The examiner can normally be reached on Mon - Thurs, 7:30am-5pm, EST, Alt. 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on 571 272-1123. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JY 12/17/08 
/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



